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DETAILED ACTION 

Specification 

1 . The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 175(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: there is no proper antecedent basis for the claimed subject 
matter of present claim 24. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 24 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

It is not clear from the reading of present claim 24 that what those wt. 
percentages are based on. Are they based on the total weight of solid components 
present in the composition, or are they based on the total weight of every compound 
(including solvent) present in the composition? 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claim 15 is rejected under 35 U.S.C. 102(e) as being anticipated by Inoue et al 
(6,513,433 B2). 

Inoue teaches (see abstract) a lithographic printing plate precursor comprising a 
hydrophilic support having thereon a heat-sensitive layer. Inoue also teaches (col. 12, 
lines 23-49) the use of a water-soluble overcoat layer on the heat-sensitive layer to 
prevent the surface of the heat-sensitive layer from being contaminated by lipophilic 
materials. Therefore, Inoue teaches present invention of claim 15. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

7. Claims 1-9, 12, 14-22, and 25-28 are rejected under 35 U.S.C. 103(a) as being 
obvious over Goodin et al (6,503,691 B1) in view of Inoue et al (6,513,433 B2). 

The applied reference (goodin'691) has a common inventor with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) 
might be overcome by: (1) a showing under 37 CFR 1 .132 that any invention disclosed 
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but not claimed in the reference was derived from the inventor of this application and is 
thus not an invention "by another"; (2) a showing of a date of invention for the claimed 
subject matter of the application which corresponds to subject matter disclosed but not 
claimed in the reference, prior to the effective U.S. filing date of the reference under 37 
CFR 1.131; or (3) an oath or declaration under 37 CFR 1 .130 stating that the application 
and reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 1 04, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321 (c). For applications filed on or after November 29, 
1999, this rejection might also be overcome by showing that the subject matter of the 
reference and the claimed invention were, at the time the invention was made, owned 
by the same person or subject to an obligation of assignment to the same person. See 
MPEP § 706.02(l)(1) and § 706.02(l)(2). 

Goodin teaches (see Example 1, claim 1, col.1, lines 8-17) a lithographic printing 
plate precursor comprising an aluminum substrate having coated thereon a layer (which 
becomes less hydrophilic upon exposure to radiation that effects crosslinking in the 
layer) that comprises a thermosensitive mixture of polyacrylic acid (present 
crosslinkable polymer), copper sulfadiazine (present thermally active crosslinking metal 
salt), and an infrared absorbing dye 830A. Goodin does not disclose present overcoat 
eluable in aqueous media. 

Inoue teaches (see col. 12, lines 22-52, col. 16, lines 8-11) the use of a water- 
soluble overcoat layer (which is made of water soluble organic polymer and which 
preferably comprises a water soluble cyanine dye (present aqueous-soluble infrared- 
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absorbing dye of claims 12 and 13) provided on a heat-sensitive layer of lithographic 
printing plate precursor in order to prevent the surface of the heat-sensitive layer from 
being contaminated by lipophilic materials. Inoue also teaches that this water-soluble 
overcoat layer is designed to be easily removed at the time of printing. It would have 
been obvious to one of ordinary skill in the art to provide a water-soluble overcoat layer 
(which is made of water soluble organic polymer and which preferably comprises a 
water soluble cyanine dye) on the thermosensitive layer of Goodin's lithographic printing 
plate precursor in order to prevent the surface of the heat-sensitive layer from being 
contaminated by lipophilic materials as taught by Inoue. Therefore, Goodin in view of 
Inoue would render obvious present inventions of claims 1, 4-9, 12, 14-16, 18-22. 

With respect to present claims 2 and 3, Goodin states (col.5, lines 28-30) that the 
crosskicking reactions of the crosslinkable polymer appear to be interdependent with 
the crosslinking of the metal compound. Also, claim 10 of Goodin states that the 
crosslinking reactions of the crosslinkable polymer are independent of the crosslinking 
of the metal salt. Therefore, Goodin in view of Inoue would render obvious present 
inventions of claims 2 and 3. 

With respect to present claim 17, Goodin teaches (col.7, lines 19-67, col.8, lines 
1-5) that the thermoset component or crosslinking polymeric component of his invention 
may comprise any polymeric that is a crosslinked polymer after it is coated onto a 
substrate, and as representative examples of thermoset polymer, Goodin includes 
thermoset phenolic resins, thermoset polyimide resins, thermoset epoxides or epoxy 
resins, thermoset polyester resins, thermoset polyurethanes, thermoset urea resins, 
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thermoset melamine resins, furan resins, and vinyl ester resins including epoxy 
(meth)acrylates. Therefore, Goodin in view of Inoue would render obvious present 
inventions of claim 17. 

With respect to present claims 25-28, Goodin imagewise-exposes his 
lithographic printing plate precursor of Example 1 using a power of 10 Watts and an 
energy of 550 mJ/cm2 on a Creo Products Inc. Trendsetter laser plate setting machine 
(an infrared semiconductor laser). Inoue also teaches that the water-soluble overcoat 
layer is easily removed at the time of printing. Therefore, Goodin in view of Inoue would 
render obvious present inventions of claims 25-28. 

8. Claims 1 0 and 1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Goodin et al (6,503,691 B1) in view of Inoue et al (6,513,433 B2) as applied to 
claim 1 above, and further in view of Bi et al (5,997,993). 

Although Goodin in view of Inoue teaches an overcoat layer comprising water- 
soluble organic polymer and an water-soluble IR absorbing dye, Goodin in view of Inoue 
does not disclose present saccharide compound of claim 10. Bi teaches (col.5, lines 
12-25) the use of saccharides in an overcoat layer (for a lithographic printing plate 
precursor) for the on-press removability of the overcoat layer. Based on Bi's teaching, it 
would have been obvious to one of ordinary skill in the art to provide an overcoat layer 
in Goodin's invention which comprises an water-soluble organic polymer and an water- 
soluble IR absorbing dye as well as saccharide compound to ensure on-press 
removability of the overcoat layer as taught by Bi. Therefore, Goodin in view of Inoue 
and further in view of Bi would render obvious present inventions of claims 10 and 13. 
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Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

10. Claim 1,2, 4-9, 12, 14, and 15 are rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable overclaims 1,3-5, 10 of 
U.S. Patent No. 6,503,691 in view of Inoue et al (6,513,433 B2). 

Claim 1 of Pat.'691 states the following; 

1. A printing plate precursor comprising a substrate hav- 
ing coated thereon a dried layer that becomes less hydro- 
philic upon exposure to radiation that effects crosslinlring in 
the layer, the layer comprising a mixture of a crosslinkable 

polymer and a crosslinkable metal salt wherein the metal salt 
is selected from the class consisting of metal salts of 
sulfamide, sutfanylamide, acetosulf amine, sulfathiazole, 
sulfadiazine, sulfamcrazinc, solfamethoxazolc, 
sulfamethazine, sulfaisoxazole, homosulfamine, 
sulfisomidine, sulfaguanidinc, sulfamethizolc, 
sulfapyridine, phthalisosulfathiazole and succinylsulfathia- 
zolc and the substrate comprises aluminum. 

Therefore, claim 1 of Pat. '691 teaches present invention of claim 1 (including 
present thermally active crosslinking metal salt of claim 8) except for the present 
overcoat. Inoue teaches (see col.12, lines 22-52, col.16, lines 8-1 1 ) the use of a water- 
soluble overcoat layer (which is made of water soluble organic polymer and which 
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preferably comprises a water soluble cyanine dye (present aqueous-soluble infrared- 
absorbing dye of claims 12 and 13) provided on a heat-sensitive layer of lithographic 
printing plate precursor in order to prevent the surface of the heat-sensitive layer from 
being contaminated by lipophilic materials. Inoue also teaches that this water-soluble 
overcoat layer is designed to be easily removed at the time of printing. It would have 
been obvious to one of ordinary skill in the art to provide a water-soluble overcoat layer 
(which is made of water soluble organic polymer and which preferably comprises a 
water soluble cyanine dye) on the thermosensitive layer of the printing plate precursor 
of claim 1 of Pat. '691 in order to prevent the surface of the heat-sensitive layer from 
being contaminated by lipophilic materials as taught by Inoue. Therefore, Pat. '691 in 
view of Inoue would render obvious present inventions of claims 1, 8, 9, 12, 14, and 15. 

Claim 10 of Pat.'691 teaches that the crosslinking reactions of the crosslinkable 
polymer are independent of the crosslinking of the metal salt. Therefore, Pat.'691 in 
view of Inoue would render obvious present invention of claim 2. 

Claims 3 and 5 of Pat. '691 in view of Inoue would render obvious present 
inventions of claims 4 and 5. Claim 4 of Pat.'691 in view of Inoue would render obvious 
present inventions of claims 6 and 7. 

1 1 . Claims 1 0 and 1 3 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable overclaims 1,3-5, 10 of U.S. 
Patent No. 6,503,691 in view of Inoue et al (6,513,433 B2) and further in view of Bi et al 
(5,997,993). 
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Although Pat.'691 in view of Inoue teaches an overcoat layer comprising water- 
soluble organic polymer and an water-soluble IR absorbing dye, Pat.'691 in view of 
Inoue does not disclose present saccharide compound of claim 10. Bi teaches (col.5, 
lines 12-25) the use of saccharides in an overcoat layer (for a lithographic printing plate 
precursor) for the on-press removability of the overcoat layer. Based on Bi's teaching, it 
would have been obvious to one of ordinary skill in the art to provide an overcoat layer 
in the invention of Pat.'691 which comprises an water-soluble organic polymer and an 
water-soluble IR absorbing dye as well as saccharide compound to ensure on-press 
removability of the overcoat layer as taught by Bi. Therefore, Pat.'691 in view of Inoue 
and further in view of Bi would render obvious present inventions of claims 10 and 13. 

Allowable Subject Matter 

12. Claims 1 1 and 23 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. None of the cited prior arts 
(either alone or in combination) teaches or suggests an overcoat layer that comprises 
chitosan as presently required in claim 1 1 . Also, None of the cited prior arts (either 
alone or in combination) teaches or suggests present silver 20mercapto-5-amino-1 ,2,4- 
thiadiazole of claim 23. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sin J. Lee whose telephone number is 571-272-1333. 
The examiner can normally be reached on Monday-Friday from 9:00 am EST to 5:30 
pm EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly, can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





S. Lee 

September 20, 2004 
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